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DETAILED ACTION 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 25, 
2006 has been entered. 

2. Claims 14-29 are pending. Claims 1-13 have been cancelled. Claim 14 has been 
amended. Claims 27-29 are new. 

3. All prior rejections are withdrawn. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 14-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pfleiderer et al. (US 4,484,924). 
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Pfleiderer et al. teaches processes of unhairing animal hides and skins (abstract) 
by treating hides and sl<ins with 0.3-10% of chemical agents which cleave sulfide bonds 
(column 4, line 25), specifically 1 ,4-dithioerythrol (column 3, line 64), which meets the 
claimed limitations of formula 1, urea (column 3, line 67), and 0.1-1% (column 4, line 53) 
serine proteases (column 4, line 39). Pfleiderer further teaches serine protease 
enzymes with enzyme activity from 8,000-10,000 Loehlein-Volhard units (LVU) per 
gram of enzyme (column 4, lines 48-49). Pfleiderer further teaches unhairing at an 
alkaline pH range from 10-13, wherein alkalinization can be carried out for example by 
means of alkali and in the presence of hydrated lime (column 3, lines 10-20). Pfleiderer 
further teaches hides and pelts made by this process (column 5, lines 40-42 and 56-58). 

Pfleiderer does not teach Loehlein Volhard activity in LVU/kg, melanin and 
degredation products of melanin, and separating off proteins from the liquor. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made that the residual liquor of an unhairing process would comprise 
melanin and the degredation products of melanin because melanin is a component of 
hair and would be present in the residual liquor in complete and degraded form after 
unhairing. It would also have been obvious to remove protein from the residual liquor 
because Pfeiderer et al. teaches "the major portion of the protein load of conventional 
lime liquors is eliminated in unhairing, the opening of the hide stmcture with alkali can 
be carried out by the recycling process. No liquors having a high protein or sulfide 
content that might adversely effect purification of waste waters by bidegredation are 
produced" (column 5, lines 62-68). 
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Regarding the enzyme activities, the prior art discloses the enzyme activity in 
LVU/g enzyme whereas the instant application discloses the enzyme activity in LVU/kg 
of animal hide. It would also have been obvious to arrive at enzymes with activity values 
of 500-2,000,000 LVU/kg based on the weight of the animal hide since the prior art and 
the instant application (page 7, lines 29-30) both teach serine proteases. 

Regarding the limitation of "contains lime in an amount not greater then 0.3% by 
weight", Pfleiderer et al. teaches that alkalinization can be out conventionally, listing 
lime and alkali as potential means, however, Pfleiderer et al. only lists lime as an option, 
not a requirement and further is silent as to the concentration of the lime. Although the 
examples list higher concentrations of lime than those instantly claimed, a reference is 
not limited to the working examples, see In re Fracalossi, 215 USPQ 569 (CCPA 1982). 
All disclosures of the prior art, including non-preferred embodiment, must be 
considered. See In re Lamberti and Konort, 192 USPQ 278 (CCPA 1967); In re Snow 
176 USPQ 328(CCPA 9173). Nonpreferred embodiments can be indicative of 
obviousness, see Merck & Co. v. Biocraft Laboratories Inc. 10 USPQ 2d 1843 (Fed. Cir. 
1989); In re Lamberti, 192 USPQ 278 (CCPA 1976); In re Kohler. 177 USPQ 399. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to select the portion of the Pfleiderer's enzyme and 1,4- 
dithioerythrol range which is within the range of applicant's claims because it has been 
held to be obvious to select a value in a known range by optimization for the best 
results. As to optimization results, a patent will not be granted based upon the 
optimization of result effective variables when the optimization is obtained through 



Application/Control Number: 1 0/531 ,1 67 Page 5 

Art Unit: 1751 

routine experimentation unless there is a showing of unexpected results which properly 
rebuts the prima facie case of obviousness. See In re Boescti, 617 F.2d 272, 276, 205 
USPQ 215, 219 (CCPA 1980). See also In re Woodruff, 919 F.2d 1575. 1578. 16 
USPQ2d 1934. 1936-37 (Fed. CIr. 1990), and In re Aller, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955). In addition, a prima facie case of obviousness exists because 
the claimed ranges "overlap or lie inside ranges disclosed by the prior art", see In re 
Wertfieim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976; In re Woodruff, 919 F.2d 1575, 
16USPQ2d 1934 (Fed. Cir. 1990). See MPEP 2131.03 and MPEP 2144.051. 

6. Claims 14-17,19,21,22 and 26 under 35 U.S.C. 103(a) as being unpatentable 
over Monsheimer et al. (US 4,278,432). 

Monsheimer et al. teach methods for treating animal skins or hides with 1,4- 
dithioerythritol and thiourea in an amount of 0.02-0.5% (column 1, lines 1-15; column 2, 
lines 25-37) and protease (column 2, lines 60-68). Monsheimer does not teach the 
addition of lime to the formulations as claimed in claim 26. Monsheimer further teaches 
soaking hides in the presence of urea (column 5, example 4). 

Monsheimer et al. does not teach all of the instantly claimed embodiments in a 
single example. Monsheimer et al. does not teach pH's of 7 to 12.3. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the methods of Monsheimer et al. by selecting the 
instantly claimed components at the instantly claimed percentages because 
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Monsheimer et al. teaches these methods for improved loosening of hair and opening of 
the hide structure. 

Furthermore Monsheimer et al. teaches treating hides in the acid pH range, 
which encompasses any value under pH 7, including values very close to 7. A prima 
facie case of obviousness exists where the claimed ranges and prior art ranges do not 
overlap but are close enough that one skilled in the art would have expected them to 
have the same properties, see Titanium MetalsCorp. of America v. Banner, 778F.2d 
775, 227 USPQ 773 (Fed. Cir. 1985). See MPEP 2144.051. 

A reference is not limited to the working examples, see In re Fracalossi, 215 
USPQ 569 (CCPA 1982). All disclosures of the prior art, including non-preferred 
embodiment, must be considered. See In re Lamberti and Konort, 192 USPQ 278 
(CCPA 1967); In re Snow 176 USPQ 328(CCPA 9173). Nonpreferred embodiments can 
be indicative of obviousness, see Merck & Co. v, Biocraft Laboratories Inc. 10 USPQ 2d 
1843 (Fed. Cir. 1989); In re Lamberti, 192 USPQ 278 (CCPA 1976); In re Kohlen 177 
USPQ 399. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to select the portion of the Monsheimer's 1,4-dithioerythritol range 
which is within the range of applicant's claims because it has been held to be obvious to 
select a value in a known range by optimization for the best results. As to optimization 
results, a patent will not be granted based upon the optimization of result effective 
variables when the optimization is obtained through routine experimentation unless 
there is a showing of unexpected results which properly rebuts the prima facie case of 
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obviousness. See In re Boesch, 617 F.2d 272, 276, 205 USPQ 215. 219 (CCPA 1980). 
See also In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. Cir. 
1990). and In re Allen 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). In 
addition, a prima facie case of obviousness exists because the clainned ranges "overlap 
or lie inside ranges disclosed by the prior art", see In re Wertheim, 541 F.2d 257, 191 
USPQ 90 (CCPA 1976; In re Woodruff, 919 F.2d 1575, 16USPQ2d 1934 (Fed. Cir. 
1990). See MPEP 2131.03 and MPEP 2144.051. 

Response to Arguments 

7. Applicant's argunnents regarding Monsheimer et al. as they apply to the rejection 
above have been fully considered but they are not persuasive. 
The applicant argues: 

"Monsheimer et al discloses 1,4-dithioerythritol (column 2, line 28), presumably 
as an applicable SH group-containing compound, although 1,4-dithioerythritol does not 
fit within Monsheimer et al's formula (1) R-SH, since in that formula, R has only two or 
three carbon atoms if there is no -COOH group (column 2, lines 4-15). Monsheimer et al 
discloses further that their soaking may preferably be carried out in combination with 
enzymes (column 2, lines 58-60). The acid pH is preferably 2'-6.5, and particularly 
preferably pH 5-6.3 (column 2, lines 37-40). Monsheimer et al does not anticipate or 
othenA^ise render the presently-claimed invention unpatentable. First of all, the closest 
Monsheimer et al's soaking process comes to the present process of removing horny 
substances would appear to be the disclosure of "loosening hair and opening of the hide 
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structure" (column 3, lines 16-20). However, it is not clear that such soaking is the same 
as or overlaps removing horny substances/' 

The examiner asserts that since Monsheimer et al. has disclosed 1,4- 
dithioerythritol as a material of interest, it must be considered as part of the prior art 
disclosure. 

Furthermore, while Monsheimer et al. discloses acid pH ranges of 2-6.5 or 5-'6.3 
as preferable, the more broad disclosure of "soaking of the skins and hides is carried 
out in acid pH", which includes any pH under 7 must also be considered. All disclosures 
of the prior art, including non-preferred embodiment, must be considered. See In re 
Lamberti and Konort, 192 USPQ 278 (CCPA 1967); In re Snow 176 USPQ 328(CCPA 
9173). Nonpreferred embodiments can be indicative of obviousness, see Merck & Co, v. 
Biocraft Laboratories Inc. 10 USPQ 2d 1843 (Fed. Cir. 1989); In re Lamberti, 192 USPQ 
278 (CCPA 1976); In re Kohlen 177 USPQ 399. 

Regarding the claimed limitation of "removing horny substances", this is simply 
recited in the preamble of the claim and does not further contribute to the method steps. 
The active method steps are met by the teachings of Monsheimer et al. rendering the 
claims obvious. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amina Khan whose telephone number is (571) 272- 
5573. The examiner can normally be reached on Monday through Friday, 8:30-5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 




Amina Khan 
Patent Examiner 
September 25, 2006 
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